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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)Q This action is FINAL. 2b)E3 This action is non-final. 
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1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 

C/aim Objections 

Claims 10 is objected to because of the following informalities: In the claim, the phrase "in an 
information terminal" should be "in the information terminal" to avoid any 35 U.S.C 112, lack of unity 
issues, as the terminal should be the terminal of claim 1. Additionally, when changing "an" to "the", it 
appears the claim maybe claiming the same limitation as claim 1, in which case claim 10 is objected to for 
failing to further limit the invention. Appropriate correction is required. 

Claims 28 is objected to because of the following informalities: As described above, claim 28 
appears to also fail to further limit the invention as the recitation of the fighting characters of the 
information terminal battling each other appears to be recited in claim 19, which requires a fighting 
character to battle another fighting character, which essentially is the same in different wording. 

C/aim H ejections - Jf USC§ 10 V 
35 U.S.C 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and 
useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

Claims 1-36 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 35 U.S.C 101 requires that an invention must produce a useful, concrete, and 
tangible result. In the instant claims, there appears to be no tangible result being obtained, that is, the 
claims set a fighting character to battle on an information terminal, but there's no indication of 
"displaying" the character, which would constitute a tangible result. Thus, currently no tangible result is 
obtained and it appears the claims are directed to merely a computer process. See MPEP 2106. 
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Claim Rejections - 35 USC§ 10J 
The following is a quotation of 35 U.S.G 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set fonh in section 102 of 
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Gaims 1-36 are rejected under 35 US.C 103(a) as being unpatentable over Tonomura (US. Patent 
Application Publication No. 2002/0061781), filed November 6, 2001. 

Claims 1, 2, 10, 19, 20, & 28: Tonomura discloses the invention substantially as claimed including 
an electronic game device (i.e. the information terminal) with a data processing method include the 
step of setting an image captured by a camera as a fighting character (abstract). Tonomura 
explicitly lacks a specific disclosure of making the fighting character battle with another fighting 
character on a screen of the gaming device. However, regardless of the deficiency it would have 
required only routine skill in the art based on the disclosure of Tonomura as a whole, to set two 
fighting characters in a battle on the screen of the game device. Tonomura discloses such details as 
saving multiple characters in memory for use in an "unexpected game" (see at least abstract & 
figure 8[RAM of Portable Game Device]). Therefore, an artisan having ordinary skill in the art at 
the time of the invention would have found it obvious to set multiple saved fighting characters in a 
batde sequence on the screen of the gaming device in order to implement said unexpected game of 
Tonomura with the fighting characters created by Tonomura's image processing method, where 
each captured image is given at least attack and defense capability values (see at least abstract, 
figures 6-8, & paragraphs 0051-0053, 0080-0089 &0090[last sentence]). Thus, accordingly it would 
have been obvious to determine a winner based on the set capability values (i.e. at least the attack 
and defense values) of the fighting characters that are set to battle one another. 



Application/ Control Number 10/722,517 Page 4 

Art Unit: 3714 

Claims 3-9 & 21-27: It is noted that claims 3-9 & 21-27 appear to further describe how capability 
values are created or set based upon attribute information of the image that was captured by the 
camera or the surroundings. Tonomura discloses using certain attributes consisting at least of the 
capacity of the image and the time, day, and month the image was captured. Tonomura appears to 
specifically lack a disclosure of using voice information collected when the image was captured, an 
arbitrary digit of the capacity of the image, RGB data obtained by RGB- analysis of the image 
captured, or vector data obtained by vector- analysis of the captured image. However, regardless of 
these deficiencies one of ordinary skill in the art would have found it a matter of obvious design 
choice to use such attributes of an image to set capability values of the image. It is noted that the 
Applicant's specification discloses each of attributes not used in Tonomura and each of the 
attributes Tonomura uses as equivalent (paragraph 0011 of Applicant's Summary of Invention). 
Thus, the Examiner submits that it would have been an obvious matter of design choice given 
Tonomura to deduce capability values using different attribute information of the captured rmage. 
The Applicant has not disclosed that use these specific different attribute information of the 
captured image solves any stated problem or is for any particular purpose and it appears the system 
would perform equally well with any attribute information used, such as in Tonomura who appears 
to only use the file size and time/date attribute information to set capability values. Therefore, it 
would have been prima facie obvious to modify Tonomura to obtain the invention as specified in 
claims 3-9 & 2 1-27. 

Claims 11-15 & 29-33: As discussed above in the explanation of claims 1, 2, 10, 18, 19, &28, 
making fighting characters battle one another on an electronic game device is established. Further, 
Tonomura appears to explicitly lack a disclosure of setting two fighting characters to battle across 
two electronic game devices, in which each electronic game device has a single fighting character to 
battle one another via a communication link Regardless of this deficiency, hand- held electronic 
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gaming is considered notoriously well known in the art, for example the "common knowledge" 
electronic gaming device known as Nintendo™ GameBoy, which was released over a decade ago 
(first released in 1989), which allowed multiple electronic game devices to be connected to one 
another in order to provide players the opportunity to compete against each other with their own 
electronic game devices. Thus, modifying Tonomura to provide a fighting character on two 
information terminals where they fight against each other across the two information terminals via 
a communication link only requires routine skill in the art. Additionally, such a system must require 
a method of transmitting the fighting characters between the electronic gaming devices, such as via 
infrared, which Tonomura discloses as a communication link available in his electronic devices 
(figure 2[infrared communication section 54]). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Tonomura with common knowledge 
in the art of providing multiple electronic gaming devices for users to compete against one another 
with in order to provide a personal and competitive gaming experience where multiple users can 
create their own characters and fight with one another. Infrared is considered a form of wireless 
communications (claims 14 & 32). Regarding claims 15 & 33, the characters are stored on a 
recording medium (i.e. the memory of the game device) before transmission, thus it can be 
considered they are "written to a recording medium to be transferred". 

Claims 16, 17, 34, & 35: Tonomura discloses storing information of the fighting characters on the 
electronic gaming device including capability values and names of the characters (see at least figure 
8 and its related description thereof). The game on the electronic gaming device is considered a 
"video battle game". 

Claims 18 & 36: As discussed above, the winner is established based on capability values, which 
does not change in the situation where two gaming devices are used and the players compete 
against each other across two gaming devices as discussed above. 
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Concfusion 

The prior art made of record and not relied upon is considered pertinent to applicants disclosure: 



! Name 


Reference 


Applicability 


Siegel et al. 


U.S. Patent Application 
Publication No. 2003/0134679 


Two references (1 application, 1 patent) by Siegel et al. that 
deal with barcode scanning to generate characters in a game. 


U.S. Patent No. 6,709,336 


Monster 
Rancher 


Game Manual (Attached) 


Monster Rancher is a game in which characters are created for 
game play (Le. battles, etc) based upon random data obtained 
from CD-ROMs. Similar character creation method. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Milap Shah whose telephone number is (571) 272-1723. The examiner can normally be 
reached on M-F: 9 :30AM- 6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Robert 
Pezzuto can be reached on (571) 272-6996. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application maybe obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications maybe obtained from 
either Private PAIR or Public PAIR Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http:/ /pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBQ at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 
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